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UNI TED STATES PATENT AND TRADEMARK OFFI CE
Trademark Trial and Appeal Board
In re Atkinson & Conpany, Inc.
Serial No. 75/518, 824

D ane R Meyers of Eckert Seamans Cherin & Mellott, LLC for
At ki nson & Conpany, Inc.
M Cat herine Faint, Trademark Exam ning Attorney, Law
Ofice 103 (M chael Szoke, Managi ng Attorney).
Before Simms, WAlters and Rogers, Adm nistrative Trademark

Judges.

Opi nion by Rogers, Admi nistrative Trademark Judge:

At ki nson & Conpany, Inc. has filed an application to
regi ster BENEFI T PARTNERS as a service mark in
International C ass 35 for "enpl oyee benefits consulting
services."EI The Trademark Exam ning Attorney refused
regi stration under Section 2(d) of the Trademark Act, 15

U S.C. 81052(d), on the ground that applicant's mark, when

! Serial No. 75/518,824, filed Jul y 9, 1998, alleging January 4,
1994 as a date of first use and first use in commerce.
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used in connection with the identified services, wll be
| i kely to cause confusion or mstake or to deceive, in view
of the prior registration of YOUR BENEFI TS PARTNER f or
"insurance agency services, nanely the adm nistration of
i nsurance prograns for insured groups and individuals; and
i nsurance brokerage services as agent of insurance
provi ders and through i ndependent general agents” in
I nternational C ass 36.EI

When the refusal was made final, applicant appeal ed.
Bot h applicant and the Exami ning Attorney have filed
briefs, but an oral hearing was not requested. W affirm
t he refusal

Qur determ nation under Section 2(d) is based on an
anal ysis of all of the probative facts in evidence that are
relevant to the factors bearing on the likelihood of

confusion issue. See Inre E.I. du Pont de Nenours and

Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In the
anal ysis of |ikelihood of confusion presented by this case,
two key considerations are the simlarities of the marks

and the simlarities of the services. Federated Foods,

Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24,

29 (CCPA 1976).

2 Regi stration No. 1,994,627, issued August 20, 1996, listing
Novenber 14, 1994 as date of first use and first use in comrerce.
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We begin with the services and note that our anal ysis
of the simlarity or rel atedness of the services nust be
based on the identifications in the involved application

and registration. See Cctocom Systens Inc. v. Houston

Conmputers Services Inc., 918 F.2d 937, 16 USPQ2d 1783, 1787

(Fed. Cir. 1990), and Canadi an I nperial Bank of Comrerce,

Nat i onal Association v. Wlls Fargo Bank, 811 F.2d 1490, 1

UsP2d 1813, 1815-16 (Fed. G r. 1987). Accordingly,
applicant's argunent that its services clearly involve
cost-cutting or rate reductions for purchasers of the
services, while the services of the registrant do not, is
I napposite.

Applicant argues that its identification of services
is broader than that in the cited registration. W agree,
and find that applicant's identified services would include
sone of the nore narrowy identified services of
registrant. Specifically, applicant's specinens
denonstrate that the range of services it offers includes
adm ni stration of insurance prograns for businesses. Such
a service is also enconpassed within registrant's
"..admnistration of insurance prograns for insured
groups..."

In addition, the Exam ning Attorney has made of record

nuner ous regi strations, based on use in conmerce of the
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mar ks shown therein, denonstrating that other entities have
registered their marks for both enpl oyee benefits services
and insurance services simlar to those of the applicant
and registrant.EI Such third-party registrations serve to
suggest that the involved services are of a type that may

emanate froma single source. See In re Albert Trostel &

Sons Co., 29 USPQ2d 1783 (TTAB 1993).

Thus, we find unpersuasive applicant's argunent that
the services are dissimlar because applicant offers a
collection of services that is broader than the services
offered by registrant. Instead, we find the services
overl apping, in part, and otherw se rel ated.

Turning to the marks, we begin by noting that
applicant has included a disclainer of "Benefit" and the
cited registration includes a disclainmer of "Benefits.” In
addition, we note that applicant has nade of record copies
of third-party registrations for the marks PARTNERS I N
BUSI NESS, PARTNERS I N TRUST, PARTNERS MEDI CARE CHO CE and
desi gn, PARTNERS PLUS, WORKCOMP PARTNERS, CAREPARTNERS and
HEALTHPARTNERS, all of which were registered by different

entities for various insurance and/or benefits prograns in

% In fact, some of the third-party registrations made of record
by applicant, to show the weakness of the term"Partners," also
denmonstrate the rel atedness of the invol ved services.
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classes 35 or 36. These registrations are not evidence of
commercial use of the marks shown therein, or of the state
of the marketplace for the services identified in the

registrations. Ode Tyne Foods Inc. v. Roundy's Inc., 961

F.2d 200, 22 USPQ2d 1542, 1545 (Fed. Cr. 1992). At nost,
the registrations are probative that "Partners” is a term
that has "appealed to others as a tradenmark elenment” in the
i nsurance and benefits field, and that marks incorporating
the termmay not be particularly distinctive in these

fields. See Bost Bakery, Inc. v. Roland Industries, Inc.,

216 USPQ 799, 801 n.6 (TTAB 1982). Nonetheless, even if we
consider the mark in the cited registration to be a weak
mark and entitled to only a narrow scope of protection, it
is well-settled that "[e]ven though a mark may be 'weak' in
the sense of being a commobn word in commbn use as a
trademark, it is entitled to be protected sufficiently to

prevent confusion as to source fromarising.” Mtsushita

El ectric Industrial Co., Ltd. v. National Steel

Construction Co., 170 USPQ 98, 99 (CCPA 1971).

To di stinguish the marks, applicant relies, in part,
on the fact that different terns are pluralized in each
mark. Applicant also relies on the presence of YOUR in
registrant's mark. The differences between the respective

mar ks' plural and singular ternms are not significant.
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Li kew se, the presence of YOUR in registrant's mark i s not
particularly significant. The marks | ook and sound very
simlar. Also, the connotations of the marks are simlar.
The regi stered mark, YOUR BENEFI TS PARTNER, vyields the
connotation of a firmor entity which would be the partner
of the purchaser of the services, so as to suggest the
nature of the relationship between the provider and
purchaser of registrant's services. Applicant's mark may
be viewed simlarly. 1In fact, applicant's specinens
suggest the sane rel ati onship between applicant and
purchasers of applicant's services: "As a partner, you
will participate in all of the inportant benefit decisions
af fecting your conpany."”

Finally, applicant's argunent that there will be no
| i kel i hood of confusion because the registered mark is a
"tag line" that woul d be recogni zed as such, due to
registrant's use of the tag line with its nmark CONSOLI DATED
GROUP, is irrelevant to our analysis. The purported "tag
line" is a separately registered mark and our consi deration
of the question of |ikelihood of confusionis |imted to
conparison of the registered mark and applicant's mark,
wi t hout consideration of what may or nay not be used in

conjunction with the registered mark in the marketpl ace.
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In sum notw thstandi ng any weakness attributable to
the registered mark, applicant's mark is very simlar
thereto--nore so than any of the marks in third-party
regi strations on which applicant relies--and because the
respective services are overlapping in part and ot herw se
closely related, we conclude that there is a |likelihood of
confusion, m stake or deception.

Deci sion: The refusal of registration is affirned.



